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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication, 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1,2.4-6.9 and 10 is/are rejected. 

7) C3 Claim(s) 3.7 and 8 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) E] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)|El All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . The drawings are objected to because in figure 4 element 22 is improperly 
crosshatched as metal instead of as clay or as an electrically insulating material. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. The replacement sheet(s) should be labeled "Replacement Sheet" in 
the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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3. Claims 1,2,4,6,9,10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Tanaka in U.S. Patent No. 5,004,530. Tanaka discloses a method and apparatus for 
electric discharge machining using a hollow electrode (4) that supplies dielectric fluid, a 
discrete backing member (element 3) positioned to abut the workpiece (element 2). In 
the embodiment shown by the flowchart in figure 4 the flushing fluid is not disrupted 
since flushing fluid is supplied through element 9 continually. Regarding claim 2, please 
note that Tanaka describes a liquid tight contact in column 2, lines 39-42. The final 
product made is considered identical to the final product claims 9 and 10. When the 
prior art discloses a product which reasonably appears to be either identical with or only 
slightly different than a product claimed in a product-by-process claim, the burden is on 
applicant to present evidence from which the Examiner could reasonably conclude that 
the claimed product differs in kind from those of the prior art. See In re Fessman . 489 
F2d 742, 180 USPQ 323 (CCPA 1974) and In re Marosi . 710 F2d 799,218 USPQ 195 
(Fed. Cir. 1983). 

4. Claim 5 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Moloney in GB 2,254,280 A. Moloney 
discloses a substantially identical workpiece that is an aerospace component with a 
hole drilled by electric discharge machining. When the prior art discloses a product, 
which reasonably appears to be either identical with or only slightly different than, a 
product claimed in a product-by-process claim, the burden is on applicant to present 
evidence from which the Examiner could reasonably conclude that the claimed product 
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differs in kind from those of the prior art. See In re Fessman . 489 F2d 742, 1 80 USPQ 
323 (CCPA 1974) and In re Marosi , 710 F2d 799,218 USPQ 195 (Fed. Cir. 1983). 

5. Claims 3,7, and 8 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Moracz et al. in U.S. Patent No. 3,851,135, Gromov et al. in U.S. 
Patent No. 3,472,993, and Vlach in U.S. Patent No. 3,796,852 do not disclose 
machining through the entire workpiece. Maier et al. in U.S. Patent No. 5,599,466 
discloses counterflushing. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey S Evans whose telephone number is (571)- 
272-1 174. The examiner can normally be reached on Mon-Fri 6:30AM to 4:00 PM, 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 )-272-1 171 . The fax phone number for 
the organization where this application or proceeding ^assidfaed is (7Q3)-872-9306. 
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